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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 6/8/06 
has been entered. 

2. Claims pending are 1, 2, 4-18, 20-22 and 24-28. Claims 3, 19 and 23 have been 
cancelled. Claims 1, 20-22 and 24 have been amended. Claims 26-28 are new. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1, 2, 4-18, 21 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaplan (US 4,052,513) in view of Smith (US 5,874,074) and further 
in view of Castillo (US 5,993,836), all of record. 

Kaplan teaches topical oil-in-water emulsions containing, in an oil phase, 0.5- 
15% of benzocaine solubilized in ester solubilizers of the instant invention. See 
Abstract; col. 1, lines 45-60; Example I. These solubilizers are used in concentration of 
5-40% and impart desirable emollient properties to the compositions. See col. 1, lines 
30-44, 56-60. The compositions of Kaplan may contain polyethylene glycol, 



Application/Control Number: 09/942,672 Page 3 

Art Unit: 1617 

polyethylene glycol esters having MW of 200-600, thickeners such as xanthan gum, 
viscosity control agents such as paraffin and other cosmetic materials. See col. 2. The 
reference does not teach copolymers and plant oils of the instant claims. However, 
Smith teaches using PVP/hexadecane copolymer (Ganex V-216) as well as other PVP 
copolymers as barrier polymers "to form an occlusive or semi-occlusive film-like barrier 
on the surface of the skin to prevent evaporative loss of moisture from the skin, and 
protect the skin against environmental irritants" in topical formulations. See col. 4, lines 
5-28. Further, the compositions of Smith may contain 0.05-1.5% of floral oils as 
fragrances "for cosmetic purposes." See col. 6, lines 35-48. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify the compositions of Kaplan such that to employ PVP copolymers such as 
PVP/hexadecane copolymer. One having ordinary skill in the art would have been 
motivated to do this to obtain an occlusive or semi-occlusive film-like barrier on the 
surface of the skin to prevent evaporative loss of moisture from the skin, and protect 
the skin against environmental irritants as suggested by Smith. Further, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify the compositions of Kaplan such that to employ floral oils. One having 
ordinary skill in the art would have been motivated to do this to obtain fragrancing 
effect as suggested by Smith. Neither reference teaches anhydrous compositions of the 
instant claims. However, Castillo teaches topical, transdermal anesthetic compositions 
comprising topical anesthetics incorporated within a lipophilic base. See Abstract. 
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Castillo teaches that "by using a lipophilic vehicle rather than an oil-in-water delivery 
system, the formulation is markedly improved in stability". See col. 3, lines 62-64. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the compositions of Kaplan in view of Smith such 
that to employ anhydrous lipophilic carrier instead of oil-in-water delivery system. One 
having ordinary skill in the art would have been motivated to do this to obtain improved 
stability of the formulation as suggested by Castillo. 
5. Claims 20, 22, 24 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jackson et al. (US 6,461,644) in view of Smith (US 5,874,074), both 
of record. 

Jackson et al. teach anesthetizing polymer systems polymer systems comprising 
a hydrophobic polymer (e.g. polyvinyl chloride, "PVC"), a topical anesthetic such as 
lidocaine base, prilocaine base and/or tetracaine, and a solubilizer for the topical 
anesthetic (e.g. isopropyl alcohol). See Abstract; col. 15, lines 50-62; Examples. 
Jackson et al. teach that lidocaine base and prilocaine base form an oily liquid mixture. 
See col. 15, lines 50-55. The delivery systems of Jackson et al. may also include fatty 
alcohols such as lauryl alcohol or oleyl alcohol. See col. 15, line 49; col. 16, lines 33-37; 
col. 21, Example 9. The anesthetizing polymer systems of Jackson et al. may be used as 
transdermal patches for providing an anesthetizing effect for hair removal procedures 
such as laser, waxing or electrolysis. See col. 20, Example 6; col. 31, lines 34-42. 
Jackson et al. teach applying lidocaine and polymer-containing transdermal patch 
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(layer) to the site to be treated, leaving it on for a sufficient time to produce an 
anesthetizing effect, and then removing the patch (layer) from the skin. See col. 20, 
Example 6. Jackson et al. applied as above. With respect to Claim 20, Jackson et al. 
does not explicitly teach applying the anesthetizing polymer patches (layers) to the 
scalp. However, the anesthetizing method of Jackson et al. is suitable for removing hair 
from the skin by laser treatment, waxing or electrolysis, as discussed above. One skilled 
in the art would reasonable expect that the method of Jackson et al. is suitable for the 
hair removal from any part of the body, including scalp. Therefore, it would have been 
prima facie obvious to one having ordinary skill in the art at the time the invention was 
made to modify the anesthetizing method of Jackson et al. such that to use it for hair 
removal from the scalp. One having ordinary skill in the art would have been motivated 
to do this because the method produces a sufficient block to withstand the treatment 
without pain, as suggested by Jackson et al. (see Examples). The Jackson et al. 
reference does not teach the claimed plant extract oil. However, Smith teach using 
floral oils as fragrances "for cosmetic purposes" in his topical anesthetic compositions. 
See col. 6, lines 35-48. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the compositions of Jackson et al. 
such that to employ floral oils for their art-recognized purpose. One having ordinary skill 
in the art would have been motivated to do this to obtain fragrancing effect as 
suggested by Smith. 
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6. Claims 20, 22, 24-26 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Castillo (US 5,993,836) in view of Kaplan (US 4,052,513) and Smith 
(US 5,874,074), all of record. 

Castillo teaches topical, transdermal anesthetic compositions comprising topical 
anesthetics incorporated within a lipophilic base. See Abstract. As lipophilic material, a 
mineral oil thickened with polyethylene can be used. See col. 5, lines 31-42. The topical 
anesthetic compositions of Castillo are applied to the skin of a patient and the 
compositions are left on the skin for 30-45 minutes or longer for the anesthetic to take 
effect. The Castillo reference does not teach the solubilizer and plant extract oil of the 
instant claims. However, Kaplan teaches topical compositions containing, in an oil 
phase, 0.5-15% of benzocaine solubilized in ester solubilizers of the instant invention. 
See Abstract; col. 1, lines 45-60; Example I. These solubilizers are used in 
concentration of 5-40% and impart desirable emollient properties as well as improved 
stability to the compositions. See col. 1, lines 30-44, 56-60. Further, Smith teach using 
floral oils as fragrances "for cosmetic purposes" in his topical anesthetic compositions. 
See col. 6, lines 35-48. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the compositions of Castillo such that 
to employ ester solubilizers for anesthetic agents. One having ordinary skill in the art 
would have been motivated to do this to obtain beneficial emollient properties as well 
as improved stability of the formulation as suggested by Kaplan. Further, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
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to modify the compositions of Castillo such that to employ floral oils for their art- 
recognized purpose. One having ordinary skill in the art would have been motivated to 
do this to obtain fragrancing effect as suggested by Smith. With respect to the claimed 
step of applying the composition to the scalp (vs. skin), the recitation of scalp does not 
patentably distinguish the instantly claimed method from that taught in the prior art 
because (1) scalp is skin and (2) it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to use the composition and method of 
Castello on any part of the body covered with skin, including scalp, for obtaining 
desensitizing and anesthetic effect. With respect to Claim 22, which recites the step of 
removing the composition from the hairy area of the scalp, the reference is silent about 
it. However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to remove the anesthetic composition from the skin once 
the effect is achieved and/or the cosmetic procedure is finished, so that the skin does 
not feel and look greasy. 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1, 2, 4-18, 20-22 and 24-25 have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

8. No claims are allowed at this time. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marina Lamm whose telephone number is (571) 272- 
0618. The examiner can normally be reached on Mon-Fri from 11am to 7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, can be reached at (571) 272-0629. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





